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DETAILED ACTION 

Claims 1-23 are pending in the instant application. 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
February 26, 2008 has been entered. 

Scope of Elected Subject Matter 

The scope of elected subject matter has been expanded from the group pursuant 
to the provisions of MPEP 803.02 and the unity of invention test set out by the CCPA in 
1980 (In re Harnisch, 631 F.2d 716, 206 USPQ 300) the scope of the search has been 
limited to the following substituents of the base structure of Formula I: 




where: 

• WisL 2 -A 3 ; 

• all other substituents are as defined. 

The non-searched subject matter does not have unity of invention with the 
searched subject matter. While the entire genus as claimed is claimed to have the same 
utility, the W group is deemed to be substantial structural features essential to the utility 
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of the invention as it is part of the core structure of the molecule and can either have 
one or two ring structures attached to it. Ring structures that are within the core 
structure of a molecule are extremely important as they control the size of the molecule 
in order to fit and interact with the desired receptor site or protein. Therefore, the 
molecules in which W is not L2-A3 have not and will not be examined in the instant 
application. It is suggested that Applicant cancel this subject matter from the claims and 
pursue the subject matter in a divisional application. 

Previous Claim Objections 

Claims 1-17 and 21-23 were objected to in the previous actions for containing 
elected and non-elected subject matter. The non-elected subject matter has not been 
cancelled yet from claims 1-12, 15-17, and 21-23, therefore the objection stands for 
those claims. Claims 13-14 have been searched in their entirety, and the objection is 
withdrawn for those claims. 

Previous Claim Rejections - 35 USC § 103 

Claims 1-14, 16 and 23 were previously rejected under 35 U.S.C. 103(a) as 
being unpatentable over Kuroita et al. (USPN 6,468,998). 

Applicant's amendments have removed the unpatentable subject matter, and the 
rejection is withdrawn. 

Claim Objections 

Claims 1-12, 15-17, and 21-23 are objected to for containing elected and non- 
elected subject matter. The elected subject matter has been identified supra. 

Claim Rejections - 35 USC §112 
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The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1-14, 16, and 21-23 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the written description requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the application 
was filed, had possession of the claimed invention. In the instant claims: 

■■:h ->\ V an<; t (Y* i I ti t i ■ i.kyi.E ( <Um& hxiUum 
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The instant specification discloses compounds that have either an alkylene linker 
substituted with (O) or a linker for L 1 that is -C(0)NH-. Meanwhile, the claim is defined 
to include many other functionalities, alone or mixed together, with no guidance as to 
how those would come about. Hence, the specification does not teach a representative 
number of examples to cover the genus as claimed. Therefore, the definitions for L 1 
and L 2 are not described adequately in the specification and the claims do not meet the 
written description provision of 35 U.S.C. 112, first paragraph. 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-17 and 21-23 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. In the instant case, formula I contains a 
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variable "n" which is not defined in the claims. Appropriate correction that does not 
introduce new matter is required. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-6 are rejected under 35 U.S.C. 102(b) as being anticipated by Desolms 
et al. (WO 2002/20015 A1). 

Desolms et al. teach the compound 




I 

which reads on the 

claims where L1 is a C3 alkylene linker, W is L 2 -A 3 , L 2 is a C1 alkylene linker where the 
C is replaced by an optionally substituted S, X 1 is CR 3 , R 3 is a C 5 alkyl having one C 
replaced by S, R 2 is H, n is 0, and A 1 , A 2 , and A 3 are aromatic rings. See page 89, Step 
J, lines 16-30. 

Conclusion 

Claims 1-17 and 21-23 are rejected. Claims 1-12, 15-17, and 21-23 are objected 

to. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joseph R. Kosack whose telephone number is 
(571)272-5575. The examiner can normally be reached on M-Th 6:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph McKane can be reached on (571)-272-0699. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Rebecca L Anderson/ 
Primary Examiner, Art Unit 1626 

/Joseph R Kosack/ 
Examiner, Art Unit 1626 



